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By the Board:
This case now cones before the Board for
consi deration of opposer’s notion (filed October 22,
2002) for summary judgnent on the issue of |ikelihood of
confusi on under Section 2(d) of the Trademark Act and
applicant’s notion (filed Decenber 23, 2002) to anend the
identification of goods in the subject application. The
moti ons have been fully briefed.?
BACKGROUND/ PLEADI NGS
Applicant has filed an application for registration

of the mark GUWPI X (in typed form for “toothbrushes,

1! The Board has exercised its discretion and has consi dered
opposer’s reply brief filed on April 21, 2003. Trademark Rul e
2.127(e).
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el ectric toothbrushes, toothpick hol ders, toothpicks,
sub- gi ngi val toothpicks, holders for interdental brushes,
i nterproximal brushes, holders for interproxinmal brushes”
in Class 21.°

In its notice of opposition, opposer alleges, inter
alia, that “[l]ong prior to January 10, 2000...opposer
adopted and used in interstate comerce the mark GUM i n
connection with toothbrushes and various other oral
hygi ene and dental products” that “[a]s a result of
opposer’s wi despread and extensive use of the mark GUM
beginning in July 1958, the mark has becone wi dely and
favorably known throughout the United States and has
become recogni zed by the trade and public as identifying
opposer’s goods and distinguishing themfromthe goods of
ot hers” and that “applicant’s mark GUWMPI X, when applied
to the goods of applicant, so resenbl es opposer’s mark
GUM as to be likely to cause confusion, or to cause
m st ake, or to deceive...”

Opposer asserted the followi ng registrations:

GU'M* ;, “{oothbrushes” in class 29;°

2 Application Serial No. 75/893,589 filed on January 10, 2000
and claimng a bona fide intent to use the mark in comerce.

3 Registration No. 824,430 issued on February 21, 1967, filed on
July 21, 1966, Section 8 affidavit accepted, Section 15
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Gl for “oral hygiene products, nanely, floss

t hreaders, floss handles and mouth mirrors” in Class 10;*

GLHN for “interdental

equi pment, nanely, handl es,
brushes, stinmulator handles and tips, for honme use” in
class 21;°

GUm

for “dental floss” in class 10;°

Gum for “toothpaste” in class 3;’ and
GUM (typed form for “toothbrushes” in class 21.8
Applicant, in its answer, denied the salient

al |l egations of the notice of opposition.

af fidavit acknow edged, renewal accepted, and claimng first use
and first use in comerce in July, 1958.

4 Registration No. 1,826,880 issued on March 15, 1994, filed on
Sept enber 18, 1992, Section 8 affidavit accepted, Section 15

af fidavit acknow edged, and claimng first use and first use in
commerce in Septenber, 1992.

5> Registration No. 1,826,950 issued on March 15, 1994, filed on
Sept enber 18, 1992, Section 8 affidavit accepted, Section 15
affidavit acknow edged, and claimng first use and first use in
commerce in Cctober, 1992.

® Registration No. 1,850,157 issued on August 16, 1994, filed on
Sept enber 18, 1992, Section 8 affidavit accepted, Section 15

af fidavit acknow edged, and claimng first use and first use in
commerce in Septenber, 1992.

" Registration No. 2,049,833 issued on April 1, 1997, filed on
July 17, 1995 and claimng first use and first use in conmerce
in August, 1995.

8 Registration No. 2,199,875 issued on Cctober 27, 1998, filed
on Cctober 15, 1998 and clainmng first use and first use in
commerce on August 1, 1996.
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APPLI CANT" S MOTI ON TO AMEND THE | DENTI FI CATI ON OF GOODS
Appl i cant has noved to anmend its identification by
del eting the follow ng goods: toothbrushes, electric
t oot hbrushes, holders for interdental brushes,
i nterproximal brushes, and hol ders for interproxinm
brushes. Applicant proposes that the application go
forward with regard to the remni ning goods: toothpick
hol ders, toothpicks and sub-gingival toothpicks.
Further, applicant “consents to judgnment on the question
of |ikelihood of confusion between opposer’s mark and
applicant’s mark with respect to the specific goods which
applicant seeks to renove fromthe |list of goods by the
proposed anmendnment.” In regard to this consent to
j udgnment, applicant argues that “there is no res judicata
ef fect against the issue of likelihood of confusion for
t oot hpi cks by consenting to judgment with respect to
t oot hbrushes” because “the issues raised with respect to
use of applicant’s GUMPI X mark on toot hpicks...are
substantially different than the issues raised with
respect to use of applicant’s GUWPI X mark on
t oot hbrushes.”
Opposer does not object to the amendnent; however,

opposer argues that “the adm ssion of |ikelihood of
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confusion as to the del eted goods should be res judicata
as to the toothpick-related goods.”

| nasnmuch as the amendnent is clearly limting in
nature as required by Trademark Rule 2.71(b), it is
approved. Further, applicant’s consent to judgnent as to
t hose goods is granted. Wth regard to the application
of res judicata, the Board advises the parties that it no
| onger follows the policy set forth in International
Harvester Co. v. I.T.T. Corp., 208 USPQ 940 (TTAB 1980),
see Louise E. Rooney, Tips From The TTAB: Rule 2.133
Today, 81 TMR 408 (1991).° Moreover, this doctrine does
not apply to the sanme proceedi ng where a partial judgnment
is rendered.

In view of the above, the Board takes up the notion
for summary judgnment as to applicant’s remai ning goods
only.

SUMMARY JUDGVENT STANDARD

Generally, sunmary judgnent is appropriate in cases
where the noving party establishes that there are no
genui ne issues of material fact which require resolution

at trial and that it is entitled to judgnment as a matter

°®In this case, we have entered judgnent as to applicant’s
del et ed goods upon applicant’s specific request, albeit made
pursuant to prior Board policy; however, the result would not be
di fferent had we disall owed the anmendnment and taken up the
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of law. Fed. R Civ. P. 56(c). An issue is materi al
when its resolution would affect the outcone of the
proceedi ng under governing |law. Anderson v. Liberty
Lobby, Inc., 477 U. S. 242, 248 (1986). However, a

di spute over a fact which would not alter the Board s
deci sion on the legal issue will not

prevent entry of summary judgnent. See, for exanpl e,

Kell ogg Co. v. Pack’ Em Enterprises Inc., 951 F.3d 330, 21
UsP@2d 1142 (Fed. Cir. 1991). A fact is genuinely in

di spute if the evidence of record is such that a
reasonabl e fact finder could return a verdict in favor of
t he nonnmoving party. See Lloyd s Food Products Inc. v.

Eli’s Inc., 987

summary judgnment notion as to those goods, inasmuch as they are
identical to opposer’s goods.
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F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993). The nonnovi ng
party must be given the benefit of all reasonabl e doubt
as to whet her genuine issues of material fact exist, and
the evidentiary record on sunmary judgnent, and al
inferences to be drawn fromthe undi sputed facts, nust be
viewed in the light nost favorable to the nonnoving
party. See Opryland USA, Inc. v. Geat American Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir.
1992); A de Tyne Foods Inc. v. Roundy's Inc., 961 F.2d
200, 22 UsSP@d 1542 (Fed. Cir. 1992).
THE PARTI ES EVI DENCE AND ARGUMENTS

Opposer has noved for sunmmary judgnent in its favor
as to its Section 2(d) ground of opposition.

I n support of its notion, opposer has presented
evi dence showing that: (1) opposer’s “sal es of GUM
branded products since 1987 exceed $911, 000, 000"
(Decl aration of M chael Bava, opposer’s president
(hereinafter “Bava”) at paragraph 14); (2) opposer “has
spent in excess of $138, 000,000 advertising and pronoting
its products under the mark GUM and has distributed
mllions of catalogs for its products bearing the
mark...at the rate of nore than 100, 000 cat al ogs per
year” (Bava at paragraph 14); (3) opposer has

continuously used its GUM mark since 1958 (Bava at



Qpposition No. 123,285

paragraph 11); (4) opposer sells identical products to
applicant’s, including toothpicks (Bava at paragraph 12);
(5) opposer has spent al nost 45 years pronoting and
mar keting its GUM brand products (Bava at paragraph 13);
the mark used in logostyle is viewed and pronounced as
the word GUM by opposer, its conpetitors, nenmbers of the
dental profession, retailers and consuners (Bava at
paragraph 14); retail drugstore chains that sell dental
products place all dental and oral hygi ene products in
the same section of the store (Bava at paragraph 16).

Opposer’s evidence on sunmary judgnent includes the
decl arati on of M chael Bava, opposer’s president,
together with the exhibits identified therein; and the
decl aration of Judith G ubner, opposer’s outside counse
with the law firmof M chael Best & Friedrich LLC,
together with the exhibits identified therein. The
exhi bits include opposer’s 1999 catal og which shows use
of its mark GUMin its various fornms, including typed,
for a wide range of dental products, including plastic
tips to renove plaque and stinulate the guns, and
opposer’s packagi ng for toothpicks which displays the
| ogostyl e GUM mar k.

I n response, applicant has submtted the declaration

of Diana M chell e Sobo, applicant’s outside counsel wth
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the law firm of Browdy and Neimark, P.L.L.C., together
with the exhibits identified therein. The exhibits
include the files of prior successful oppositions brought
by opposer against other parties and print-outs of three
third-party registrations fromthe U S. Patent and
Trademark O fice Trademark Text and | nage Dat abase.

Opposer states that as a result of opposer’s
“substantial and extensive advertising and distribution
of GUM branded products” its mark GUM has “becone a
wi dely known source-indicator” for its dental products
anong “dentists, dental professionals, dental patients
and consuners.” Opposer argues that it and applicant
sell identical or highly related goods and that the
parties’ marks are highly simlar. Further, opposer
argues that inasnmuch as the application and opposer’s
registrations are unrestricted as to channels of trade
t he anal ysis of |ikelihood of confusion cannot be limted
by channels of trade. Wth regard to priority, opposer
argues that it has used its mark GUM since 1958 on a
variety of dental products and opposer has asserted
several registrations predating applicant’s filing date
for a variety of goods.

I n response, applicant argues that opposer’s

presentation of its case by aggregating its marks is
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“inaccurate, m sleading, and inappropriate to the

anal ysis.” Applicant essentially argues that opposer is
attenmpting to “bootstrap” its | ong and w despread use and
registration of the stylized version of its GUM mark on
t oot hbrushes to its other GUM nmarks including the typed
registration. Applicant argues that opposer has used
only the stylized GUM mark on toot hbrushes since 1958,
and the first use dates for the stylized GUM mark on
opposer’s other goods is 1992.'° Further, applicant
argues that opposer fails to provide evidence of
advertising expenditures and sales data for each of its
different marks in connection with each of its goods in
only the U S. narket.

Appl i cant argues that its toothpick products are not
related to opposer’s goods, “for exanple, toothbrushes
and pl aque di sclosing tablets” inasmuch as they serve
di fferent purposes. Applicant provides no evidentiary
support for its assertion that toothbrushes and toot hpick
products serve fundanmental ly different purposes.

I n connection with opposer’s assertion that its mark

is widely known, applicant argues that opposer’s narks

10 The “inconsistencies” in the Bava decl aration noted by
applicant do not affect the veracity of the declaration. The
fact that a typed declaration does not display the marks in
their various stylizations is mtigated by the referenced and

10
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are “weak when it comes to goods simlar to applicant’s,”
stating that opposer “has offered no evidence whatsoever
that its [stylized GUM marks] have been widely used to
identify toothpick holders or toothpicks, or sub-gingival
t oot hpi cks.” Moreover, applicant argues that opposer has
not discussed the “scope of use of each mark
i ndi vidually” but rather has aggregated its nmarks “in an
attempt for all forns of the mark to enjoy the earliest
date of use in commerce for all of opposer’s goods.”
Further, applicant argues that opposer’s typed GUM mark
is weak because it is descriptive, or suggestive, of “the
body part to which the benefit to the underlying product
inures.” In support of this argunent, applicant
submtted print-outs of three registrations fromthe U
S. Patent and Trademark O fice Trademark Text and | nage
Dat abase showi ng use of the term GUMin conbination with
a suffix or prefix for oral care products, to “show the
meani ng of the mark [GUM .~
DECI SI ON

I n determ ning whether there is any genuine issue of
material fact relating to the |egal question of
I'i keli hood of confusion, the Board nust consider all of

t he probative facts in evidence which are relevant to the

attached copies of the registrations wherein the marks are

11
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factors bearing on |ikelihood of confusion, as identified

inlnre E.l du Pont de Nenmours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). As noted in the du Pont decision

itself, various factors, fromcase to case, may play a

dom nant role. 1d., 476 F.2d at 1361, 177 USPQ at 567.

Those factors as to

accurately depi ct ed.

12
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whi ch we have probative evidence are di scussed bel ow.
And after a careful review of the record in this case, we
find that there are no genuine issues of material fact
relating to these factors.

As a prelimnary matter, priority is not an issue in
this case in view of opposer’s subm ssion of
uncontroverted evidence showi ng that the pl eaded
regi strations are subsisting and owned by opposer. See
King Candy Co., Inc. v. Eunice King's Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108 (CCPA 1974). Likew se we find
that the evidence of these registrations is sufficient to
establi sh opposer’s standing in this case.

VWil e the key likelihood of confusion factors in

this case are the degree of simlarity between opposer’s

1 'n response to opposer’s reference to prior successful
opposi ti ons agai nst other applicants involving different goods,
applicant submitted the case files to show that four of the five
oppositions were not decided on the nerits. |ndeed, these prior
oppositions have little probative value. Simlarly, applicant’s
reference to a 1975 decision in the United States District Court
for the Northern District of Illinois involving opposer and
another party is likewise of little value; nearly thirty years
of continuous use and subsequent registrations have occurred
since that decision issued. Moreover, that decision juxtaposed
one party’s tradenmark agai nst another party’'s descriptive use,
unl i ke the present case involving trademark use by both parties;
regardl ess of the strength of its mark, applicant clains an
intent to use its proposed mark, which includes the term GUM as
a source identifier and not nmerely to describe its goods.
Finally, applicant cannot attack the validity of opposer’s
registrations in the absence of a counterclaim See G ant Food,
Inc. v. Standard Terry MIIls, Inc., 229 USPQ 955 (TTAB 1986) (no

13
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vari ous GUM marks and applicant’s GUWPI X mark, and the

degree of

attack on the validity of a registration pleaded by a plaintiff
can be considered in the absence of a counterclaim.

14
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simlarity between the parties’ goods as recited in their
respective registrations and application and as attested
to in opposer’s declaration, we have al so consi dered

ot her du Pont factors in making our determ nation.

The evidence of record clearly establishes the |ack
of a genuine issue of material fact as to the strength of
opposer’s | ogostyle GUM marks in block lettering with
rai sed
periods or dashes for use in connection with a w de
vari ety of dental hygiene products. Even discounting the
advertising and sales data, which runs into the hundreds

of mllions,?*?

and the aggregation of the use dates anobng
t he products and the different versions of the mark, the
first logo version of opposer’s mark has been used on

t oot hbrushes for 45 years and subsequent stylizations of
the mark have been used on other dental hygi ene products
for between 7 and 10 years. Throughout this tine the
literal portion of the mark, the term GUM renained the
sanme. This use culmnated in a registration for the term

GUMin typed form However, even wi thout a show ng of

fame or strength, the parties’ marks and goods are

12 There is some anmbiguity in opposer’s evidence as to what
portion of these figures is attributed to U S. sales and
advertising versus sales and advertising abroad. However,

i nasmuch as the figures are so high, even assuming a portion

15
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sufficiently simlar to support a finding of |ikelihood
of confusion.

Turning now to the marks, we find that when these
mar ks are considered in their entireties, they are
substantially simlar in sound, appearance, and
commercial inpression. The only difference between the
marks is the stylization in six of opposer’s nmarks and
the suffix PIX in applicant’s mark, and as to one of
opposer’s registered marks, the only difference is the
suffix PIX in applicant’s mark. The stylization in the
mark in six of the registrations does not work to
di stingui sh opposer’s marks from applicant’s marKk.
Opposer’s declaration that consumers view and pronounce
its logo mark as the word GUM and not by its individual
letters stands unrebutted and is self evident. Moreover,
applicant’s mark is in typed formand the rights
associated with a mark in typed formreside in the
wording and not in any particular display. Therefore, we
must consider use in all normal forns of display, which

could include the same typeface as opposer’s. See In re

Melville Corp., 18 USPQ2d 1386 (TTAB 1991).

dedi cated to foreign sales and advertising, these figures are
still significant.

16
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The only literal difference between the marks is the
suffix PI X which is, at best, highly suggestive of
applicant’s goods, toothpicks. Therefore, the addition
of this descriptive/suggestive suffix does not
sufficiently serve to distinguish applicant’s proposed
mark from opposer’s GUM marks. Marks may be confusingly
simlar in appearance notw thstanding the addition,
del etion or substitution of letters. See Weiss
Associ ates, Inc. v. HRL Associates, 902 F.2d 1546, 14
UsP@2d 1840 (Fed. Cir. 1990). In fact, it nmay serve to
hei ghten the potential for confusion inasnuch as
consunmers could view this as an extension of opposer’s
GUM brand product |line. See Plus Products v. Pharmavite
Pharm Corp., 221 USPQ 256 (TTAB 1984).

As to the goods offered by each party, opposer’s
identified goods are conpetitive with and highly rel ated
to applicant’s goods. Opposer has presented evidence of
use of the mark GUM (in various formats) for, inter alia,
an interdental cleaner, which is a plastic tip used to
renmove plaque and stinulate the guns (Exhs. P and U at
18), and toothpicks (Exh. V). Such goods, if not
identical, are highly related to applicant’s subgi ngival
t oot hpi cks. Even without this evidence of common | aw

use, opposer has registrations for a variety of dental

17
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products including toothbrushes, flossers, stinulators,
orthodontic wax and nouth mrrors. Goods such as
flossers and stimulators al so serve a simlar purpose,
i.e., to remove plaque and stinmulate guns, rendering them
conpetitive with and/or conplenentary to applicant’s
goods. Octocom Systens, Inc. v. Houston Conputer
Services, Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir.
1990). Opposer’s registrations for a wide variety of
dental hygiene products is a factor to be weighed in
determ ning the rel atedness of the goods. See Con-Stan
| ndustries, Inc. v. Villaam | Tobacco Products, Inc., 157
USPQ 397 (TTAB 1968). Under the circunstances of this
case, this factor weighs heavily in opposer’s favor.
Regardi ng the channels of trade, both the involved
appl i cati on and opposer’s pleaded registrations are
unrestricted. Thus, the Board nust presunme that the
goods are marketed or will be marketed in all the norma
channels of trade for the identified goods and to all the
usual cl asses of purchasers of such goods. See Kangol
Ltd. v. KangaROOS U.S. A, 974 F.2d 161, 23 USPQd 1945
(Fed Cir. 1992). Further, opposer has submtted an
unrebutted declaration that opposer’s and applicant’s
goods are displayed in the sane section of retail stores

that carry their respective goods. |In addition, there is

18
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no genui ne issue as to the relatively inexpensive nature
of these products.

| nasnmuch as applicant has not yet begun use of its
mar k, the fact that there has been no actual confusion is
not a basis upon which to weigh this factor in
applicant’s favor. There has been no opportunity for
actual confusion. Hence, this factor is neutral.
Moreover, it is unnecessary to show actual confusion in
establishing |ikelihood of confusion. G ant Food, Inc.
v. Nation's Foodservice, Inc., 710 F.2d 1565, 1571, 218
USPQ 390, 396 (Fed. Cir. 1983).

I n summary, considering the wi de and extensive use
of opposer’s marks, the substantial simlarity of the
mar ks, the rel atedness of the goods, and the
presunptively simlar trade channels and purchasers we
find that there are no genuine issues of material fact
and that confusion would be likely to result from
cont enpor aneous use of the parties’ marks.

As to the scope of protection to be accorded to
opposer’s various nmarks, individually and conbi ned,
applicant has only presented three third-party
registrations to be wei ghed against forty-five years of
continuous use of the logostyle GUM mark on rel ated

goods, nanely, toothbrushes, between seven and ten years

19
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use of the logostyle GUM mark on a variety of related
dental hygi ene products, and at |east five years use of
the typed GUM nmark on toot hbrushes. At a m ni num
opposer’s marks, whether considered individually or as a
group, used with its dental hygi ene products, are
sufficiently strong source indicators to bar applicant’s
registration of the proposed mark GUWPI X for toothpicks,
t oot hpi ck hol ders and subgi ngi val toothpicks. Even if we
considered the plaintiff’s marks to be entitled to a
limted scope of protection, they still are entitled to
protection fromregistration of a very simlar mark that
woul d be likely to cause confusion.

In view of the above, opposer’s notion for summary
judgnment on the issue of likelihood of confusion under
Section 2(d) of the Trademark Act is granted.

Accordi ngly, judgnent is hereby entered agai nst
applicant, the opposition is sustained, and registration

to applicant is refused.
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